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DETAILED ACTION 
Election/Restrictions 

[01] Applicant's election with traverse of claims 1-24 in the reply filed on 26 May 2005 
is acknowledged. Groups I (1-24) and III (31-33) will be combined and jointly 
examined. 

Claim Objections 

[02] Claim 13 is objected to because of the following informalities: "said batteries" lacks 
antecedence in claim 11, which recites "at least one battery." Appropriate 
correction is required. 

Claim Rejections ■ 35 USC § 102 

[03] The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b)the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date 
of application for patent in the United States. 

[04] Claims 1, 3, 7-9, 11-14, 16, 20-22, & 31-32 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Nussenbaum (5,542,905), patented 6 August 1996. 

[05] With regard to claims 1, 11-12, & 14: Nussenbaum discloses 

[05a] a medical diagnostic instrument including a housing which is also a handle 
(comprising "battery case 5," "bottom cap 2," column2/ lines50-58 & "head 
assembly," column3/ lines3-8) containing at least one battery ("batteries 4") 



Application/Control Number: 10/613,679 Page 3 

Art Unit: 3739 

and including a lamp assembly having at least one electrical contact 
(comprising "lamp 7," "sliding blade sleeve 8," & "mounting sleeve 21," 3/44- 
55); 

[05b] a switch assembly for said medical diagnostic instrument including at least 
one movable member ("blade 51," 2/59-3/2) engagable with said lamp 
assembly to move said lamp assembly from a first position in which said 
electrical contact and said batteries are in electrical connection ("depressed 
downwards" state, 3/44-55) and a second position in which a spacing is 
formed between said battery and said electrical contact of said lamp 
assembly. 

[05c] Additionally, "spring 28" (3/33-36) is disclosed by Nussenbaum as a 

movable member engagable with said lamp assembly to move said lamp 
assembly from a first position in which said electrical contact and said 
batteries are in electrical connection ("depressed downwards" state, 3/44- 
55) and a second position in which a spacing is formed between said 
battery and said electrical contact of said lamp assembly. 

[06] With regard to claims 3 & 16: The movable member disclosed by Nussenbaum 
("blade 51") is a lever including an exterior portion that is accessible to a user. 

[07] With regard to claims 7 & 13: The battery disclosed by Nussenbaum is biased into 
electrical connection by a spring ("first electrical contact 3"). The movable member 
disclosed by Nussenbaum ("spring 28") acts to counteract the biasing force of said 
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spring. 

[08] With regard to claim 8: It is clear from Fig.1 that the instrument discloses by 
Nussenbaum includes a pair of vertically stacked batteries. 

[09] With regard to claim 9: The movable member disclosed by Nussenbaum ("blade 
51") is capable of being secured in either position. 

[10] With regard to claims 20-21 : As noted above, the housing disclosed by 

Nussenbaum includes a handle ("battery case 5"). Nussenbaum additionally 
discloses a sleeve member ("separate housing 1") which is replaceably attached 
on the exterior of said handle. 

[11] With regard to claims 22 & 24: The "head assembly" (3/3-8) disclosed by 
Nussenbaum additionally comprises an instrument head which is releasably 
fastened to said housing by a threaded connection in an aligned manner relative to 
said switch assembly. It has been noted above that the light source is supported 
in said housing. 

Additional Claim Rejections • 35 USC § 102 

[12] Claims 1-2, 9, 11-12, 14-15, & 31-32 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Miller (6,679,616), published 22 November 2001. 

[13] With regard to claims 1, 1 1-12, & 14: Miller discloses 

[13a] a medical diagnostic instrument including a handle (comprising "casing 1 ," 
"cap 3," and "rear closure 6," 3/11-15) containing at least one battery 
("battery B," 2/66) and including a lamp assembly having at least one 
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electrical contact (comprising "lamp 2," "base of the flashlight lamp 9," 
3/22); 

[1 3b] a switch assembly for said medical diagnostic instrument including at least 
one movable member ("back wall 7 of the rear cap 6," 3/16-22) engagable 
with said battery to move said battery from a first position in which said 
electrical contact and said batteries are in electrical connection ("depressed 
or forced inwardly" state, 3/17) and a second position in which a spacing is 
formed between said battery and said electrical contact of said lamp 
assembly. 

[14] With regard to claims 2 & 15: Miller discloses that the movable member "may be 
fabricated of any type of resilient polymer," (3/13). 

[15] With regard to claim 9: The movable member disclosed by Miller is capable of 
being secured in either position. 

[16] With regard to claims 22-23: Miller discloses an instrument head ("cap 3" with 
"aperture 4," 3/3-5) which retains the disclosed light source and is releasably 
attachable to the housing. The disclosed instrument head retains the discloed 
light source (through "aperture 4") and the disclosed switch assembly causes 
selective movement of said batteries relative to an electrical contact of said light 
source to cause energization and deenergization thereof after said at least one 
instrument head is attached to said housing. 
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Claim Rejections - 35 USC § 103 

[17] The text of those sections of Title 35, U.S. Code The following is a quotation of 35 
U.S.C. 103(a) which forms the basis for all obviousness rejections set forth in this 
Office action: 

A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought 
to be patented and the prior art are such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

[18] Claims 1-4, 6, 9-13, 14-19, 22, & 31-33 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Shin (2003/0195391), published 16 October 2003, in view 
of McRoskey (3,400,236), patented 3 September 1968. 

[19] Shin discloses a handle containing a battery ("handle grip 2 ... containing] dry 
cells therein," [0024]) which inherently comprises a handle with a replaceable 
sleeve member on the exterior, a lamp assembly (comprising "bulb 4," [0026]), 
which inherently has at least one electrical contact, and a movable member which 
determines electrical contact between the battery and the lamp assembly ("On-Off 
switch 6," [0024]! 

[20] Shin does not disclose the particularities of the switch assembly including movable 
member recited by the applicant. Shin does not disclose the particularities of the 
at least one battery and lamp assembly with regard to their position, manual 
disposition, or biasing. 

[21] With regard to claims 1-2, 6, 11-12, 14-15, & 19: McRoskey discloses a battery 
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("battery 32" having "central electrode contact 33 at one end," 3/70-75) and a lamp 
assembly (comprising "resilient contact 38" with "free end 39," 4/1-13; analogous 
structures labeled 38' and 39' provide electrical contact to a "light bulb device... 46" 
in alternate embodiments). McRoskey further discloses a switch assembly 
including at least one movable member (comprising "extending projection 44," 
"slide member 40," and "projection 41" with "bevelled edge 43," 4/14-34) 
engagable with both the battery and the lamp assembly to move the battery and 
lamp assembly from a first position in which said electrical contact and said 
batteries are in electrical connection to a second position in which a spacing is 
formed between said battery and said electrical contact of said lamp assembly. 
McRoskey states in 4/26-29 that said switch assembly may be a single plastic 
injection molded part. The "bevelled edge 34" anticipates an angled surface, said 
movable member being movable so as to selectively interpose said angled surface 
between the top of said at least one battery and the electrical contact of said lamp 
assembly to selectively create a gap therebetween. 

[22] With regard to claims 1-4, 1 1-12, 14-18: McRoskey discloses a battery ("battery 
32" having "central electrode contact 33 at one end," 3/70-75) and a lamp 
assembly (comprising "contact 38'," 4/60 & "light bulb device... 46," 4/40-41 ). 
McRoskey further discloses a switch assembly including at least one movable 
member (comprising "upstanding tubular sleeve 50," 4/47-51 , "outer sleeve 
member 54" having "notch forming edges 56 and 57," 4/63-66, and "radially 
extending handle 58," 4/67-68) including a retaining cylindrical band ("outer sleeve 
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member 54") engagable with both the battery and the lamp assembly to move the 
lamp assembly from a first position in which said electrical contact and said 
batteries are in electrical connection to a second position in which a spacing is 
formed between said battery and said electrical contact of said lamp assembly. 
McRoskey states in 4/26-29 that said switch assembly may be a single plastic 
injection molded part. The "radially extending handle 58" anticipates a lever 
including an exterior portion that is accessible to a user. This lever is pivotally 
disposed (about "base contact 47," 4/46-48) between the top of said at least one 
said battery and the electrical contact of said lamp assembly. 

[23] At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art that in reduction to practice, Shin's medical diagnostic instrument 
comprising a battery, a lamp assembly, and a switch assembly, be modified to 

assume the particularities of the switch assembly disclosed by McRoskey. This 

» 

might be done in order to "provide switch contacts embodying a coiled spring in 
which the coils operate to effect self cleaning of the contacts" (1/56-58). 

[24] With regard to claims 9-10: The movable member disclosed by McRoskey is 

capable of being secured in either position. McRoskey further discloses a detent 
mechanism ("internal cavity 36," 4/1-9) for securing said movable member in at 
least one of said positions. 

[25] With regard to claim 13: The at least one battery disclosed by McRoskey is 
inherently biased into electrical contact with the lamp assembly. 
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[26] With regard to claims 22: Shin discloses an instrument head releasably attachable 
to said housing wherein said light source is supported in said housing. 

Allowable Subject Matter 

[27] Claim 5 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. The following is a statement of reasons for 
the indication of allowable subject matter. 

[28] Claim 5 requires the selective movement of the at least one battery relative to the 
electrical contact of the lamp assembly. This alone is not allowable subject matter, 
as evidenced by the rejection of claim 23. Unlike claim 23, claim 5 additionally 
requires a biasing force toward the electrical contact, which must be overcome, 
that is to say counteracted upon, by the movable member included in the switch 
assembly. Miller incorporates a a directional bias which is counteracted by the 
movable member, but the directional bias is away from the electrical contact, 
which is to say, in favor of deenergization. Claim 5 is therefore allowable over 
Miller, whereas claim 23, as written, is anticipated. 

Conclusion 

[29] The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Blakesley (2,254,347) and Bolley (2,332,554) present 
switches which interpose non-conductors between two electrical contacts. 
Newman (4,147,163) discloses an otoscope with a rheostat interposes between a 
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lamp assembly and two vertically stacked batteries. Riester (4,366,81 1) discloses 
an otoscope with a spring biased switch that selectively contacts the lamp 
assembly. 

[30] Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Philip R Smith whose telephone number is (571) 
272 6087. The examiner can normally be reached on 10:00-6:00. 

[31] If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571) 272 4764. The fax phone 
number for the organization where this application or proceeding is assigned is 
703-872-9306. 

[32] Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




